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BOMBAY HIGH COURT ON TRADEMARK PASSING OFF

Introduction

The High Court of Bombay (“High Court”) while deciding a trademark dispute in Cutis Biotech v. Serum
Institute of India Pot. Ltd.)! refused to restrain the Institute (“Respondent” or “SII”) from using the
trademark ‘Covishield” (“Trademark”) for its Covid-19 vaccine on the ground that SII was the prior
user and restraining SII from using the name would create confusion and disruption in the ongoing
vaccination programme.

Brief Facts:

Cutis Biotech (“Plaintiff”) and the Respondent have respectively applied for registering the trademark
‘Covishield’ on 29t April and 6% June 2020 and their applications are pending. The Plaintiff filed suit
against the Respondent in the Commercial Court at Pune (“Commercial Court”) secking interim
injunction against SII, restraining it from using the Trademark and maintain accounts of the sale.

The Plaintiff sells pharmaceutical products and the Trademark was proposed for pharmaceutical
preparations, vitamins ef. for humans and animals. It also sold antiseptic and disinfectant liquid and
sanitisers bearing the Trademark.

The Respondent company manufacturers vaccines and immuno-biologicals for worldwide supplies.
The Products of the Plaintiff and Respondent are shown below:2
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The Commercial Court observed that the Plaintiff had earned no goodwill and the products, trade
channels, appearances, and purposes of the products of the Plaintiff and that of the Defendant were
different. It also observed that there was no evidence of any confusion caused in the mind of the
consumets.

The Commercial Court rejected the interim application keeping in mind that the restraint would cause
disruption in the vaccination programme.

Aggrieved by the Order, the Plaintiff appealed to the High Court.

Order and Reasoning:
The High Court held that ‘passing off’ is a tort in common law to enforce rights regarding unregistered
trademark. This law is developed to prevent unscrupulous persons benefiting from the reputation and

thttps:/ /bombayhighcourt.nic.in/generatenewauth.php?bhepar=cGF0aD0uL3dyaXRlcmVhZGRhdGEvZGF0YS9qdWRnZW1
IbnRzLzIwMjEv]mZuYW1IPTIwMDMwMDAwMD UzMjAyMV81LnBkZiZzbWZsYWc9TiZyanVkZGF0ZT0mdXBsb2FkZ
HQIMjAVMDQvMjAYMSZzcGFzc3BoecmFzZTOyMTAOMEXNjI4MDM=

2 The logos are solely for comparison purpose only.
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goodwill earned by an honest business. In such cases, an injunction ensures that no one should present
his goods and services to the customers as of another party with goodwill in respect of the same and
seek benefit therefrom.’

2. It relied on the three principles known as the ‘Classical Trinity,” which is used to establish passing off,
et
a. Applicant must first establish goodwill and reputation attached to his goods and services.
b. Applicant must show that the respondent’s acts are likely to lead the public to believe that the

goods and services offered by the respondent are goods and services of the applicant.

c. Applicant is likely to suffer or has suffered damage.

3. It held the Commercial Court had considered the law on the subject and the tests required for grant
of injunction in case of passing of.

4. It adjudged that SII had developed the Trademark and was in prior user and the Plaintiff has not
acquired goodwill.> In establishing, if there is likelihood of causing confusion, it opined that:

“The vaccine ‘Covishield’ produced by Serum Institute is not available across the counter. The vaccine will be administered
through Government agencies. The buyer of the product 'Covishield" of Serum Institute is the Government of India. The
administration of the vaccine is through an injection. The sale of disinfectant or hand sanitiser, though it may relate fo
the same field, that is, health care products, cannot be said to cause confusion in the mind of average consumers. The
administration of vaccine through an injection is well known. 1t will be too farfetched to hold that there will be confusion
in the average consumers' minds between the use of a trademark in a Government administered vaccine at designated
Places and over the counter sanitiser products. 1 isually also the products are different.”®

5. Tt also reiterated the observation of the Commercial Court:7

“There is one more facet to be considered to determine the balance of convenience. That 'Covishield' is a vaccine to counter
Coronavirus is now widely known. A temporary injunction directing Serum Institute to discontinue the use of mark
'Covishield' for its vaccine will canse confusion and disruption in the V accine administration programme of the State. In
this case, thus, the grant of an injunction wonld have large scale ramifications traversing beyond the parties to the suit.”

6. The Commercial Court’s Order was in line with the settled principles of laws governing injunction.
The Plaintiff had not established a prima facie case against the Respondent. Hence, the High Court
upheld the Order and dismissed the appeal.

This Counselence Connect contains information in a nutshell on a recent change in law.
This is not legal advice and must not be treated so. For legal advice, please contact us at:
info@counselence.com.

3 Paragraph 5 of the High Court’s Order.

4 Paragraph 5 of the High Court’s Order.

5 Paragraph 18 and 19 of the High Court’s Order

6 Paragraph 22 of the High Court’s Order

7 Paragraph 30 of the High Court’s Order
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